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Being good in business is  
the most fascinating kind of art.  
Making money is art  
and working is art  
and good business  
is the best art. 

—  A N D Y  W A R H O L

“



CONTENTS

Preface 9
Introduction 13

CHAP TER 1
What Is a Trademark, and Why Does Your Business Need One? 17

CHAP TER 2
Five Choices for a Trademark 31

CHAP TER 3
Create Your Own Brand Dream Team 51

CHAP TER 4
The Brand Called You 65

CHAP TER 5
The Trademark Application Process 77

CHAP TER 6
Avoid the Pain of Rejection 85

CHAP TER 7
Congratulations! You Are Approved ... Now What? 99

CHAP TER 8
Bullies, Money Scams, and Rip-offs 107

CHAP TER 9
How to Find an Expert When You Need One 115

Conclusion 119
About the Author 123





C H A P T E R

1

13

INTRODUCTION

BUSINESS OWNERS AND ENTREPRENEURS face com-

plex business and legal challenges when building a 

profitable business. One of those challenges is to create 

and protect valuable intangible business assets, including 

registered trademarks. 
For the first time, an experienced trademark attorney 

has developed a simple, easy to follow guide to develop 
and protect your brand assets. Registered trademarks are 
a valuable tool to vaccinate your brand with a three step 
plan. The goal is to create a strong, memorable brand that 

help makes an impact upon the lives of those you serve.

Select. Secure. Sustain.TM

The tried and proven principles of trademark registra-
tion in this guide have been carefully reimagined to arm 
business owners and entrepreneurs with the tools neces-
sary to develop and sustain a best-in-class brand. You will 
learn why registered trademarks are vital to your business 
and you will learn the keys to unlock the doors to approval 
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of your applications. You will also learn pitfalls to avoid 
and how to find a trusted adviser who will mentor you 

with strength and integrity.

IN THIS INTEGRITY-DRIVEN GUIDE,  

YOU WILL LEARN:

 k What is a trademark, and why and when  
you should seek to secure a registration.

 k How to select a name that can be registered 
and enforced. 

 k The process to successfully secure a registered 
trademark.

 k Reasons your application will be refused and 
ways you can avoid rejection.

 k How to avoid being misled or scammed by 
dishonest opportunists.

 k How to sidestep bad advice and find an expert 
you can trust.

 k How to sustain the life of your brand follow-
ing successful registration.

Intangible assets are important to 
the value of any business.“
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Before diving in, let’s set the stage of where and how 
trademarks fit in to your overall business plan. Almost 
everyone understands that hard assets like real estate, vehi-
cles, and inventory are assets of the business. Intangible 
assets, while less widely understood, are often even more 
valuable when it comes to increasing the bottom line of 
your business.

Intellectual Property (IP) is especially important when it 
comes time to look for investors for your company or pre-
pare for the sale of your business. In my experience, inves-
tors and purchasers are much more interested in knowing 
what Intellectual Property assets you’ve secured over the 
years than they are in knowing about depreciated assets 
and inventory. The first question a potential investor or pro-
spective purchaser is likely to ask is What’s your IP protection?

Registered trademarks are one of the most valuable 
assets of any successful business and are but one type of IP, 
albeit a vital one. Securing registered trademarks for brand 
names is a cost-effective form of insurance that reduces 
business risk with minimum legal expense. In addition, a 
portfolio of registered trademarks has proven to increase 
the value of the business. 

My career as a brand protection attorney is filled with 
stories of smart clients who didn’t seek or find proper guid-
ance, or who simply didn’t think it important. Some lost 
protection for their big ideas that were scooped up by third 
parties. Others got sued for using a name they failed to 
clear. They learned the hard way. As the idiom goes, “An 
ounce of prevention is worth a pound of cure.”
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Obtain legal protection for brand 
names without being duped or 
misled.“

Obtaining federal trademark protection doesn’t need to 
be overly complicated or expensive. However, it’s important 
to understand the basics and, in some cases, save precious 
resources by engaging expert counsel you can trust to do 
the job correctly the first time. In the first chapter, you will 
learn exactly what a trademark is, and whether your business 
needs one.

Supporting entrepreneurs in business is my passion. 
Empowerment to make wiser choices through knowledge 
and education is the foundation of my own experience. It is 
my sincere intention and desire to support a vital aspect of 
your business, inspiring you to protect your valuable ideas 
and intangible assets. Learn to insure those assets with a plan, 
including one to secure registered trademarks that will serve 
as a potent weapon when needed, and build a portfolio of 
valuable intangible assets that increase profits and create a 

sustainable brand legacy.
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THE TR ADEMARK 
APPLICATION  

PROCESS

STEP TWO: SECURE YOUR BRAND 
(a.k.a. VAX YOUR BRAND BY  
EXECUTING YOUR PLAN)

NOW THAT YOU HAVE SELECTED YOUR MARKS—which 

we know will be protectable (right?) —and decided 

who will play on your team, how do you finally secure them 

via a registered trademark? In this chapter you will learn 

the process of applying for a registration and doorways in 

which you can enter to successfully register.

There are three doorways from which one can enter the 

trademark registration process. These doors are the filing 

basis set forth in the trademark law. Each lead to the same 

destination but take a different procedural route.
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HOW THE TRADEMARK 
REGISTRATION PROCESS WORKS

There are three ways to file to register a U.S. trademark: 

 k Intent to Use

 k Actual Use

 k Based upon a foreign application or existing 
registration

Regardless of which filing route you choose, the exam-

ination process is exactly the same. The only difference is 

when the application is based on Intent to Use, the owner is 

not required to submit samples with the initial application. 

Samples showing use of the mark are sent later, after the 

product is first sold or the services performed. 

Intent to Use

If you are a startup or have developed a new product 

but have not yet started selling it, you can “reserve” your 

trademark in advance of the first actual sale of your product 

or offering of your services. 

Even if approved, the registration will not be issued 

until you actually sell the products or offer the services and 

file to show that use has begun. There is an additional fee 

to file the proof of use.

An Intent to Use (ITU) application is an invaluable tool 

with which to vaccinate your brand names prior to launch 

and public exposure to others. By filing an ITU application 
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(and assuming you’ve done your homework to select a dis-

tinctive mark and cleared its availability), you will have time 

to develop marketing and packaging and to finalize man-

ufacturing for products without the risk that someone else 

will beat you to the Trademark Office. Even though your 

registration won’t issue until after you launch your product 

or service, your prior pending application will act as a bar to 

prevent later-filed applications for the same or similar mark 

from proceeding to registration prior to yours.

I have certainly seen clients who waited to file and 

found out later that someone else beat them to the punch. 

Third parties can get the same ideas by coincidence, more 

often than a deliberate taking. Remember ideas are floating 

out there, free for anyone to use and appropriate. Until you 

apply to register a word or phrase for specific goods or ser-

vices, they are just that, ideas free for anyone to use. Keep in 

mind that trademark filings are public record, so if secrecy 

about the launch of a new product is a concern, filing as 

soon as use is established may be a better choice.

Actual Use

When your trademark is already in use, i.e., you are sell-

ing goods or services under the mark in commerce prior to 

the date of filing, you should file based upon use in com-

merce. If your company has been selling a product but never 

registered the brand name, then you will file the application 

with proof of use and proceed directly to registration, (pro-

vided there are no prior registrations that would block your 

application, or the mark is not descriptive or generic).
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Based Upon a Foreign Registration

Trademark owners with a pending application or exist-

ing registration in a foreign country can base a U.S. reg-

istration upon the pending application and any foreign 

registration that issues. This is an extremely tricky area of 

the law, since the international trademark treaties permit 

one to file a foreign application based upon the home 

country application within six months of the original appli-

cation, and still receive the same priority date as the first 

home country filing.

There have been instances in which my client filed in 

the U.S. first, or so we thought, only to find out later in 

the process that a foreign application had been filed several 

months prior to our U.S. application. That foreign owner 

then filed in the U.S. after our filing date but was able to 

claim priority over my clients’ applications. This simply 

means the filing date in the U.S. is deemed to be the same 

date of the foreign application, even though it was actually 

filed months later. Note, that the reverse is equally true. 

When you file into a foreign country based upon your 

U.S. application, you will receive the same filing date as 

that of your U.S. application, if your foreign application is 

filed within six months of your U.S. application. Keep this 

in mind if you will be marketing overseas or have a for-

eign licensee or distributor, making a foreign registration 

important.

Another pitfall for U.S. owners is foreign registrations 

containing broad claims for rights in goods and services 

that are not being sold by the trademark owner. When 
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using a foreign application or registration as a basis for 

filing, the foreign applicant need not prove use in the U.S., 

but instead is able to rely solely upon the items registered 

in their home country. This is a rare loophole in U.S. law, 

again based upon international treaties. Unlike the U.S., 

most of the rest of the world does not require proof of 

actual use of a mark prior to registration. 

Most, if not all, U.S. applications by foreign owners 

involve overly broad claims for many goods and services 

within a given category. Since the treaties require that 

each member country give full recognition to registra-

tions lawfully issued in the home country, the U.S. allows 

the same goods and services to be registered in the U.S. 

without proof of use. For the first six years following reg-

istration, those descriptions will block U.S. applicants who 

have lawful prior use for the same goods and services!

The Examination Process

As we learned earlier, approximately 67 percent of all 

U.S. trademark applications receive a refusal to register. 

Given these odds, you can now see the import of good 

planning before filing. Advance planning reduces the odds 

of a fatal defect in your filing that will completely prevent 

registration.

Each trademark application is assigned to an attorney 

in the Trademark Office. Within four to six months after 

your filling, the assigned Examiner reviews the applica-

tion to determine whether it meets the filing and legal 

requirements. The application is reviewed to verify a claim 
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of ownership, what goods and services you are claiming, 

in what categories they belong, the manner of use in 

advertising and on the goods, the description of goods or 

services, and whether the samples of use are acceptable. 

Certain defects cannot be remedied, in which case regis-

tration will be refused. 

The Examiner issues an Office Action, which must be 

answered within six months from the date it is issued, or 

the application is abandoned and lost. An important key to 

successful trademark registration is filing the initial appli-

cation correctly. This includes knowing what and how to 
file, based on a strategy that maximizes the chances of suc-

cess. Knowing what variation of a mark to file for, as well 

as what goods and services should be claimed and how to 

describe them requires significant experience, if the appli-

cation is filed incorrectly, some errors cannot be corrected. 

The application will be lost.

Sixty-seven percent of all U.S. 
trademark applications receive 
an Office Action that contains a 
refusal to register.“

The Examiner will evaluate whether the proposed trade-

mark is distinctive and not descriptive. This is by far the 

biggest problem new brand owners have in understanding 

trademarks. A mark that describes the goods or services, or 

even a quality or ingredient of the goods or services, can-

not be registered. Marks that are scandalous or which are 

geographically descriptive will also be refused registration.



The Trademark Application Process    83

Examiners can be wrong on these issues. As a result, a 

descriptive refusal is one for where you will most certainly 

need proven expertise to respond and overcome the rejec-

tion. Examiners are helpful but they are not there to pro-

vide free legal advice to applicants. For these reasons, it is 

important to know prior to filing whether you have selected 

a descriptive term incapable of being successfully regis-

tered. If you have made time to select wisely, then you and 

your counsel will be better prepared to successfully respond 

to the Examiner’s refusal to register when it arrives, and it 

likely will. It bears repeating: why waste the cost and lose 
valuable time trying to register the two bad choices? 

Kick them to the curb in exchange for one of the three 

good ones! Choose a mark that can be protected and is not 

diluted by multiple uses of a common word, prefix, or suffix 

in your industry.

Other common problems are procedural, such as when 

the drawing does not match the samples of use submitted, 

the description of a mark is incorrectly worded, or the goods 

and services are improperly classified.

Next, the Trademark Examiner reviews pending and exist-

ing federal registrations to decide if there is an earlier filed 

application or existing registration that is confusingly simi-

lar. Other marks need not be identical to cause yours to be 

rejected. In fact, most are not and may include a common 

word, prefix, or other element, or are registered for nonidenti-

cal, but related goods. Like a rejection based upon descriptive-

ness, the related goods refusal is common and often difficult 

to overcome without expertise in the field. Deciding if goods 

or services are related can be quite complex.
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Once approved, the application is published publicly 

for opposition. Any other brand owner, or anyone who feels 

they could be damaged to file an opposition to prevent reg-

istration. If no one opposes within 30 days from the date of 

publication, approval of the registration will normally issue 

a few weeks thereafter.

Since the odds of a rejection are so high, in our next 

chapter we will review the most common objections you 

are likely to encounter. By knowing them ahead of time, 

you’ll be able to sidestep them in advance. 
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BULLIES,  
MONEY SCAMS,  
AND RIP-OFFS

THE INTERNET ALLOWS ACCESS to the complete knowl-

edge of the world on any given subject with the click 

of a mouse. Along with access comes the unsavory. Not 

all the information is accurate or trustworthy, and in the 

case of trademarks, this includes scam artists, trademark 

bullies, and in some cases online filing services. Many of 

these abuses derive from the fact that all trademark filings 

and the contents of the files are public record. Trademark 

filings can be accessed by anyone, including phony billing 

services seeking to dupe unwary applicants.

Be aware of the following:

DISCOUNT FILING SERVICES

In recent years, trademark filing services have cropped 

up in the form of legalzoom, Trademarkia, TrademarkPlus, 
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TradeMark Express, The Trademark Company, and more. Most 

offer cut-rate filings with no planning or strategy as to proper 

filing and no legal opinion as to whether the proposed mark 

qualifies for registration. Many do not use lawyers to provide 

the services, and as a result, they are not allowed to give 

legal advice. To do so would be considered the unauthorized 

practice of law—giving legal advice without being licensed 

to do so.

Typically there are no qualified attorneys to develop and 

draft custom descriptions of goods and services that may 

result in better protection. Nor will they dissuade you from 

wasting time and money filing for an unregisterable term. 

When it comes time to protecting what is your most 

valuable business asset, ask yourself:

Is the goal to get the cheapest price  
but not succeed in protecting my brand?  

Or, is it worth a few hundred dollars more  
to greatly increase my chances of successfully 

obtaining a registered trademark based  
upon a plan to succeed?

Most important, nonlawyers are not allowed to rep-

resent you if your application is one of the 65 percent 

that receive a refusal to register. Applications are rejected 

for many reasons including the ones discussed previ-

ously. Applicants are left to find counsel to respond to 

the Office Actions. 

When filing without an attorney of record, filing services 

and scammers literally troll the Trademark Office daily to find 
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applicants without counsel. These applicants are solicited for 

representation by inexperienced counsel. Their clients have 

no way of knowing whether the quality of the advice is to be 

trusted or what their chances of success might be.

OFFERS TO RESPOND TO  
OFFICE ACTIONS 

For those who choose to use a filing service to save 

money, beware! The day after an Office Action issues, you’ll 

receive multiple solicitations from agencies offering cut 

rates for responding to the Office Action. Offering too good 

to be true pricing for filing Office Action responses, with-

out having first read or analyzed the nature of the required 

response is a scam. 

One needs to know whether the refusal can easily be 

overcome. For example, does the response ask for a simple 

administrative amendment, or does it also contain a sub-

stantive refusal that requires legal research and written argu-

ments to properly overcome the refusal. And, what are the 

chances of success?
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THE PHONY BILLING SCAM

Do not respond to unsolicited 
phony billings for ‘watch services’ 
that send invoices for watch and 
maintenance services with names 
appearing to be from the U.S. 
Government. They are scams that 
only want your money. Proven, 
reputable companies do not solicit 
business from brand owners rep-
resented by legal counsel whose 
names are listed on their registra-
tions at the trademark office. 

“

Trademark owners addresses and emails are public record. 

A vibrant unregulated industry has developed based upon 

computer programs that skim the Trademark Office website 

for the names, addresses, and emails contained in new trade-

mark applications. For this reason, we never provide our cli-

ent’s personal emails in an application to avoid this avenue of 

scamming. Old fashioned snail mail is another story.

Applicants whose addresses are listed in their applica-

tions (and most are) often open their mailbox to find phony 

invoices for trademark watch or maintenance services. The 

U.S. Trademark Office does not send invoices to consumers 

for any reason including renewals of trademark registrations. 

Watch services can be important but not from such entities 

as the “U.S. Trademark Protection Agency” or foreign com-

panies seeking payment for global watch services. There are 
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reputable companies that provide these services used by trade-

mark lawyers. Highly regarded companies like CompuMark 

and Corsearch don’t send phony billings to unrepresented 

applicants. Avoid any company that does so. The latest tact is 

sending invoices to renew or maintain registrations when no 

filing is due, an obvious ploy to extort money from the unwary 

even before there is a looming deadline.

THE TRADEMARK BULLY

The trademark bully is the owner of a trademark that 

seeks to expand its reach by threats and intimidation 

of smaller innocent owners of the same or similar name. 

Trademark bullies assert claims of infringement hoping 

those they bully won’t fight and will give up what may 

be valid rights. While trademark owners are required to 

enforce their rights against infringers, trademark bullies go 

well beyond the rights they own to assert claims against 

those selling unrelated goods and services.
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Remember our story of Mario. Amazon was a “trade-

mark bully” and likely a “reverse domain name hijacker,” 

terms not yet fully recognized in 2005. Since then, courts 

have embraced the notion that an innocent domain owner 

with prior rights can properly keep a domain that was reg-

istered prior to the bully’s later date of use of a term as a 

trademark, or one that is being used for goods and services 

unrelated to those being sold by the bully. We’ve included 

a picture of the first page of the lawsuit Amazon served 

Mario, labeling him a “cybersquatter.”
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Just because you receive a threatening letter does not 

automatically mean you will get sued or that the claim is 

valid. If you ever receive such a threatening letter, obtain 

legal advice from a qualified attorney before concluding you 

have no rights. The best defense against an online bully is 

to obtain your own registered trademark before you receive 

such a notice! Read: Internet Domain Bully a.k.a. Reverse 

Domain Name Hijacker 16

Now that we have made you aware of the scams and 

pitfalls of seeking advice from nonexperts or nonlawyers, 

where can you turn to find professional assistance when 

you need it? We cover this topic in our final chapter.

16 Internet Domain Bully a.k.a. Reverse Domain Name Hijacker: https://brandaide.
com/internet-domain-bully-aka-reverse-domain-name-hijacker/




